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DETAILED ACTION 
Response to Arguments 

1 . Applicant's arguments filed 17 November 2008 have been fully considered but they are 
not persuasive. An analysis of the arguments is provided below. 

2. In regards to the 101 rejections, the examiner reviews whether the claims fit the statutory 
category based on the definitions of one of ordinary skill in the art in light of Pp. 12-13 of the 
specification. Since the specification is ambiguous in its definition of embodiments, the 

examiner will use the default definitions. 

3. For claim 9, computer system and devices indicate hardware embodiments rather than 
software per se. Therefore, the 101 rejection is withdrawn for this claim. 

4. Claim 10, by contrast, uses the term "computer-readable medium embodying a program." 

This may still be considered as software per se or signals per se. Therefore, the rejection is 
maintained. The applicant may overcome the rejection by changing the term to "storing," thus 
placing the claim in a statutory category. 

5. Applicant argues that Natarajan does not expressly disclose generating and managing 
correlation information (associating monitoring information with policy), generating monitoring 
policy or generating monitoring structure information (Pp. 9-10). The applicant characterizes 
Natarajan as managing and applying monitoring policies, updating monitoring policies, and 
collecting information on each resource based on the policy for each resource. 
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6. Applicant's arguments fail to comply with 37 CFR 1.11 1(b) because they amount to a 
general allegation that the claims define a patentable invention without specifically pointing out 
how the language of the claims patentably distinguishes them fi-om the references. 

7. Applicant's arguments do not comply with 37 CFR 1 . 1 1 1 (c) because they do not clearly 
point out the patentable novelty which he or she thinks the claims present in view of the state of 
the art disclosed by the references cited or the objections made. Further, they do not show how 
the amendments avoid such references or objections. 

8. The examiner will attempt to respond to the allegations to the best of his ability. As 
shown prior, the system collects information representing correlation between program and 
system resource and uses it in accordance with policy (col. 8, lines 20-40). Such policies may be 
generated and displayed (col. 10, line 20 - col. 11, line 35; col. 13, line 60 - col. 15, line 20). 

9. Therefore, the rejection is maintained for the reasons above. This rejection is final. 

Claim Rejections - 35 USC § 101 

10. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useM improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

1 1 . Claim 10 is rejected under 35 U.S.C. 101 because the claimed invention is directed to 
non-statutory subject matter. These claims are drawn to soflware-per-se and signals-per-se. 

Claim Rejections - 35 USC § 102 

12. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 
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(e) the invention was described in (1) an application for patent, publisiied under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

13. Claims 1, 2, 4-6, and 8-10 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Natarajan et al. (6,505,244). 

14. For claims 1, 9, and 10, Natarajan teaches a performance management method and 
system (abstract) for managing performance of a computer system having a performance 
management computer for monitoring states of a program and a system resource of a business 
computer (col. 1, line 1 - col. 4, line 50; col. 33, line 60 - col. 34, line 5), the performance 
management method comprising: 

a. displaying a menu for setting a policy and accepting an input from a user, and 
acquiring the policy by the performance management computer for conducting a process 
for acquiring the policy set by the user (col. 13, line 60 - col. 15, line 20); 

b. setting and managing a basic structure which represents a basic monitoring 
structure for monitoring the program and the system resource, based on the acquired 
policy (col. 13, line 60 - col. 15, line 10); 

c. collecting business information on a business configuration from a management 
product group used in the business computer (col. 27, lines 10-15) and generating and 
managing correlation information which represents correlation of the program and the 
system resource of the business computer, in accordance with the acquired policy (col. 7, 

line 10 -col. 10, line 55); 

d. generating monitoring structure information (col. 21, line 15 - col. 22, line 30) 
which represents a structure for monitoring the program and the system resource by 
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merging the generated correlation information in accordance with the basic structure (col. 
13, line 60 - col. 14, line 40); and 

e. displaying a monitoring structure based on the generated monitoring structure 
information (col. 10, line 20 - col. 11, line 35). 

15. For claim 2, Natarajan teaches that the monitoring structure information is generated so 
as to be different from user to user in accordance with a pohcy set by a user (col. 28, lines 60- 
65). 

16. For claim 4, Natarajan teaches that a part or whole of the policy is set by using preset 
contents (col. 14, lines 30-40). 

17. For claim 5, Natarajan teaches that the correlation information is generated by a business 
information integration DB subjected to mirroring of business information using a storage 
technique including a SAN (Storage Area Network) (col. 13, lines 10-30). 

18. For claim 6, Natarajan teaches that an aheration in the business information is detected 
and the monitoring structure information is updated responsive to the detected alteration (col. 26, 
lines 30-50). 

19. For claim 8, Natarajan teaches that the correlation information is generated by referring 
to only the business information containing information of necessary programs or system 
resources, on a basis of the policy (col. 20, lines 25-40). 

Claim Rejections - 35 USC § 103 

20. The following is a quotation of 35 U.S. C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
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having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

21 . Claim 3 is rejected under 35 U.S.C. 103(a) as being unpatentable over Natarajan as 
applied to claims 1 and 2 above, and further in view of Naik et al. (7,366,989). 

22. For claim 3, Natarajan does not expressly disclose that contents of the menu for setting 
the policy are altered from user to user. Naik teaches a method and system (abstract) of network 
element management by policy (col. 1, line 1 - col. 6, line 15) that includes this limitation (col. 
39, line 48 - col. 42, line 8). At the time the invention was made, one of ordinary skill in the art 
would have added Naik in order to reduce the complexity of the topology view (col. 3, lines 25- 
40). 



23. Claim 7 is rejected under 35 U.S.C. 103(a) as being unpatentable over Natarajan as 
applied to claims 1-6 above, and fiirther in view of Kemp et al. (2003/0140150). 

24. For claim 7, Natarajan does not expressly disclose that the monitoring structure 
information is updated on a basis of a difference between before and after the alteration in the 
business information. Kemp teaches a method and system (abstract) of system monitoring 
(Paras. 1-18) that includes this limitation (Paras. 35-44). At the time the invention was made, 
one of ordinary skill in the art would have added Kemp in order to lower the consumption of 
time and other costs (Paras. 8-9). 

Conclusion 

25. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 
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26 . THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS fi-om the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to MELVIN H. POLLACK whose telephone number is (571)272- 
3887. The examiner can normally be reached on 8:00-4:30 M-F. 

If attempts to reach the examiner by telephone are unsuccessfiil, the examiner's 
supervisor, Andrew Caldwell can be reached on (571) 272-3868. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/M. H. P./ 

Examiner, Art Unit 2445 
30 January 2009 

/Larry D Donaghue/ 

Primary Examiner, Art Unit 2454 



